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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to communication(s) filed on 09 January 2004 . 
2a)n This action is FINAL. 2b)^ This action is non-final. 

3) n Since this application is in condition for allowance except for fornnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-34 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) __ is/are allowed. 

6) E| Claim(s) 1^ is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on __ is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 

1 1) n The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C, § 119 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1. n Certified copies of the priority documents have been received. 

2. \Z\ Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Double Patenting 

1 . Claims 1-30 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-12 of copending 
Application No. 1 0/3 1 1 ,736 in view of Stough et al (#5,7 1 1 , 1 24). The only feature not taught 
by Application No. 10/31 1,736 is the use of perforations formed at least through the backing 
layer and adhesive layer wherein the central region of the tape is free of the perforations. Stough 
et al, however, teach the use of perforated tape for sealing joints wherein the perforations allow 
air caught beneath the tape in application to escape, provide a flexible substrate that allows the 
tape to extend into dimples and depressions surrounding studs that are in the wall while also 
allowing the finish coat to penetrate through the tape and fill the depressions, and allow moisture 
contained in the finish coat to penetrate the tape and be absorbed in the dry wall panels (Col. 5, 
lines 4-18; Fig. 5). Therefore, it would have been obvious to one of ordinary skill in the art at 
the time Applicant's invention was made to have modified Application No. 10/31 1,736 to 
include perforations extending through the substrate in order to improve the joint sealing process. 

This is a provisional obviousness-type double patenting rejection. 

Claim Objections 

2. Claim 23 is objected to because of the following informalities: the claim ends with two 
periods. One period should be deleted to facilitate clarity. Appropriate correction is required. 

3. Claim 27 is objected to because it does not end in a period. A period should be inserted 
at the end of the claim to facilitate clarity. Appropriate correction is required. 
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Claim Rejections - 35 USC § 103 

4, The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claims 1-16 and 19-32 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Stough et al. (424) in view of in view of Hibler (#6,001,200) and Tuoriniemi (#6,444,307). 

Stough et al. teach a pressure-sensitive tape comprising a backing layer, an adhesive layer 
supported by the backing layer, and a peelable protective film overlaying the adhesive layer (Col. 
7, lines 61-67). The adhesive tape comprises at least two lateral longitudinal sections comprising 
perforations formed through the backing layer, adhesive layer, and release liner, whereby a 
central region of the tape is free of perforations (see Fig. 5; Col. 7, lines 30-33). The backing 
comprises paper (which is open-pored and exhibits adhesion properties for plaster) (Col. 7, line 
63) and the adhesive layer is a pressure-sensitive acrylic adhesive (Col. 3, lines 36-37). 
Although Stough et al. teaches that it is preferable to have strands of fiberglass in the cross- 
direction to improve tear resistance, Stough et al. teaches that it is known to only provide 
reinforcement in the longitudinal direction (thereby allowing the tape to be easily torn in the 
cross-wise direction) (Col. 3, lines 59-63) and the embodiments comprising perforations are free 
of fiberglass strands, thereby implicitly tearable in the cross-wise direction (see Col. 7, line 61 to 
Col. 8, line 30). The tape may be in roll form and is stored in a variety of dispensers (Col. 7, 
lines 4-5). The tape is at least 3 to 4 cm wide ("cut down to tape roll size of approximately two 
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inches width" - Col. 4, lines 14-15). The central region of the tape is creased to facilitate 
application in comer regions (Col. 7, lines 33-35), thereby forming a non-adhesive central 
portion. The perforations are circular and at least 3 mm in diameter ("one-eight of an inch" - 
Col. 5, lines 19-20; see Fig. 5). 

Stough et al, fail to teach the protective layer comprising multiple slits and the tape being 
folded upon itself in a transverse direction along a slit. 

Hibler, however, teaches a protective tape for protecting comers wherein the protective 
film is slit ("scored") along the adhesive portions of the substrate. Hibler teaches the use of slits 
along the protective film layer for the purpose of allowing one side of the liner to be peeled and 
the tape aligned with the corner and then to subsequently allow the second side of the hner to be 
peeled and pressed on the remainder of the comer (Col. 4, lines 30-35). It would have been 
obvious through routine experimentation to one of ordinary skill in the art at the time applicants 
invention was made, motivated by the desire to properly adhere a tape along the comer portion 
of a wall, to have provided slits along the adhesive portions of the protective film layer of a tape 
substrate for the purpose of allowing one side of the liner to be peeled and the tape aligned with 
the comer and then to subsequently allow the second side of the liner to be peeled and pressed on 
the remainder of the comer as taught by Hibler. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time 
applicants invention was made to have modified Stough et al. by slitting the protective film layer 
along each adhesive portion as taught by Hibler in order to allow one side of the liner to be 
peeled and the tape aligned with the comer and then to subsequently allow the second side of the 
liner to be peeled and pressed on the remainder of the corner. Furthermore, depending on the 
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desired end product, it would have been obvious to one of ordinary skill in the art at the time 
Applicant's invention was made to have provided multiple slits along the backing layer since it 
has been held that the mere duplication of the essential working parts of a device involves only 
routine skill in the art, St. Regis Paper Co. v. Bemis Co,, 193 USPQ 8, and it further would have 
been obvious to adjust the positioning of the slit portion since it has been held that rearranging 
parts of an invention involves only routine skill in the art. In re Japikse, 86 USPQ 70. 

Tuoriniemi teaches a masking tape for comer structures wherein the tape is folded upon 
itself in a transverse direction (see Figs. 6(a-e)). Tuoriniemi teaches the rolled construction 
wherein the tape is folded upon itself for the purpose of allowing the outer adhesive layer to be 
bonded along one edge of the corner while subsequently allowing the tape to be unfolded and 
bonded along the other edge of the comer - thereby simplifying the application process (Col. 4, 
lines 46-54). Although Touriniemi do not explicitly teach the use of an intermediate layer 
applied along the edge of the exposed adhesive in roll form, it is notoriously well known in the 
adhesive art to provide exposed adhesives with protective liners. Therefore, it would have been 
obvious to one of ordinary skill in the art at the time Applicant's invention was made to have 
provided an intermediate protective liner layer along the side of the rolled tape to protect the 
exposed adhesive. Furthermore, it would have been obvious through routine experimentation to 
one of ordinary skill in the art at the time applicants invention was made to have provided a roll 
of adhesive tape used for comer structures with a tape in a folded over relationship for the 
purpose of allowing the outer adhesive layer to be bonded along one edge of the comer while 
subsequently allowing the outer adhesive layer to be bonded along the other edge of the comer - 
thereby simplifying the application process - as taught by Tuoriniemi. 
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Therefore, it would have been obvious to one of ordinary skill in the art at the time 
applicants invention was made to have modified Stough et al. by providing the rolled tape in a 
folded over relationship as taught by Tuoriniemi in order allow the outer adhesive layer to be 
bonded along one edge of the comer while subsequently allowing the outer adhesive layer to be 
bonded along the other edge of the corner - thereby simplifying the application process. 
6. Claims 17-18 and 33-34 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Stough et al. ('124) in view of Hibler ('200) and Tuoriniemi ('307), and further in view of Avery 
(#2,373,092), Blok et al. (#6,177,163), and Samuelson (#5,736,001). 

Stough et al., Hibler, and Tuoriniemi teach a roll of a pressure-sensitive adhesive tape as 
detailed above. The aforementioned prior art fails to teach a cardboard dispenser comprising at 
least one outlet slot for the tape although Stough et al. teach that the adhesive tape may be 
provided in a variety of dispensers. It is notoriously well known in the art, however, to provide a 
dispenser for tapes and/or labels in roll form as evidenced by Avery (Col. 1, lines 31-40; Col. 2, 
lines 52-55). Avery teaches the use of a cardboard dispenser for the purpose of allowing the roll 
of tape to be kept in a container that subsequently allows the tape to be dispensed from the 
container (Col. 1 , lines 3 1 -40). Further evidence of the notoriously well known use of dispensers 
for rolled tape can be found in both Samuelson (see Fig. 1) and Blok et al. (see Fig. 1). It would 
have been obvious through routine experimentation to one of ordinary skill in the art at the time 
applicants invention was made to have provided a roll of tape with a dispenser for the purpose of 
allowing the roll of tape to be kept in a container that subsequently allows the tape to be 
dispensed through the container as taught by Avery. 
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Therefore, it would have been obvious to one of ordinary skill in the art at the time 
applicants invention was made to have modified Stough et al. by situating the roll of pressure- 
sensitive tape inside a dispenser as taught by Avery in order to allow the roll of tape to be kept in 
a protective container that subsequently allows the tape to be dispensed through the container. 

Response to Arguments 

7. Applicant's arguments with respect to claims 1-34 have been considered but are moot in 
view of the new ground(s) of rejection. 

The Examiner notes that the 35 U.S. C. 112, first paragraph rejection from the previous 
office action has been withdrawn pursuant to the Applicant's amended claims and remarks. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian P. Egan whose telephone number is 571-272-1491. The 
examiner can normally be reached on M-F, 8:30-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Harold Y. Pyon can be reached on 571-272-1498. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 





